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DETAILED ACTION 
Response to Amendment 

1 . This is in response to Applicant(s) arguments filed on 03/01/2010. 

• The following is the current status of claims: 

Claims 3, 12, 14 and 24-26 have been canceled, and claims 1, 2, 4-11, 
13, and 15-23 remain pending for examination, with claims 1, 22 and 23 
being independent. Claims 1, 22 and 23 have been amended. 

• Response to Remarks/Arguments: 

(1) Applicant's arguments filed 03/01/2010, with respect to claims 1 , 2, 4- 
11,13 and 15-23 have been fully considered but they are not persuasive 
for the following reasons, see sections I (response to 
Remar[<s/Arguments) and II (repeated rejections). 

Applicant argues the prior art Matsushima (US 2002/0144257) does not teach 
"an application launch part configured to access launch selection information, the 
launch selection information indicating at least an auxiliary storage device that stores 
one or more applications from among a plurality of kinds of auxiliary storage devices, or 
that an application launch part launches one or more applications from an auxiliary 
storage device by issuing an execution command which is stored in the auxiliary 
storage device." Page 10, Remarks/Arguments. 
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In re, the examiner respectfully disagrees with the above argument. The word 
"launch" means "to start" or "to give a start", see dictionary.com; an application launch 
part, is a part to give a start of an application; Matsushima discloses a web browser, i.e. 
Browser 135 of Fig. 2, to start or to launch the application plug-in for downloading the 
software, see step 402 of Fig. 4, Pars. [0070] and [0072]. With respect to the limitation 
of "the launch selection information indicating at least an auxiliary storage device that 
stores one or more applications from among a plurality of kinds of auxiliary storage 
devices, or that an application launch part launches one or more applications from an 
auxiliary storage device by issuing an execution command which is stored in the 
auxiliary storage device", the examiner finds a fact that prior art Matsushima indeed 
teaches this limitation. For example, "the launch selection information indicating at least 
an auxiliary storage device that stores one or more applications (i.e. Multifunction 
Machine displays the link on the browser and user selects the link and the 
reference destination of the link for downloading software from a auxiliary 
storage device, i.e. Server 20 of Fig. 1, Figs. 1, 2 & 4, Pars. [0070] to [0075]) from 
among a plurality of kinds of auxiliary storage devices (referring to Figs. 1 and 2, 
software components are stored in an external storage space, i.e. Server 20 of 
Fig. 1, and Fig. 2 shows a list of software components accumulated in Server 20 
on the display section. Par. [0036], thus. Server 20 provides an auxiliary storage 
space to the multifunction machine 10 of Fig. 1; it is noticed that Fig. 1 shows a 
network with Multifunction Machine 10 and Server 20 for embodiment 
demonstration purpose; One skill in the art realizes that a network can have 
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multiple devices, i.e. servers, computers and their peripherals such printers and 
copier machines connected as shown in Figs. 10A-B, 14 and 15 etc., thus, 
downloading a software component from Server 20 implies downloading an 
application from among a plurality of kinds of auxiliary devices). " 

Applicant further argues, "Specifically, the software component downloaded from 
server 20 in Matsushima is merely described as being executed. Nothing in Matsushima 
describes issuing an execution command which is stored in the auxiliary storage 
device." Page 10, Remarks/Arguments. 

In re, the examiner respectfully disagrees with the above argument. With respect 
to the claim limitation, "wherein the application launch part launches the one or more 
applications from the auxiliary storage device by issuing an execution command which 
is stored in the auxiliary storage device", the examiner finds prior art Matsushima 
teaches this limitation as well. For instance, "wherein the application launch part 
launches the one or more applications from the auxiliary storage device by issuing an 
execution command which is stored in the auxiliary storage device (referring to Fig. 4, 
a process of downloading a software component, i.e. multifunction machine 10 
sends a request command for authentication in Step 404, and receives the 
authentication information form Server 20 in Step 407; multifunction machine 10 
access the target URL and Server 20 transmit the requested software component 
to multifunction machine 10 in Steps 408 to 411; thus, executing commands such 
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requesting authentication, accessing to the target URL and downloading the 
software components are stored in Server 20 so that a software download 
communication is established, Pars. [0070] to [0075])." 

Further, claim 1 is directed to an image forming apparatus, and it comprises only 
two structural elements, i.e. (1) an application launch part, and (a part configured to 
display a setting screen), which are taught by prior art Matsushima. 

According to MPEP 211 4, "APPARATUS CLAIMS MUST BE STRUCTUR-ALLY 
DISTINGUISHABLE FROM THE PRIOR ART" 

">While features of an apparatus may be recited either structurally or functionally, 
claims< directed to >an< apparatus must be distinguished from the prior art in terms of 
structure rather than function. >ln re Schreiber, 128 F.3d 1473, 1477-78, 44 USPQ2d 
1429, 1431-32 (Fed. Cir. 1997) (The absence of a disclosure in a prior art reference 
relating to function did not defeat the Board's finding of anticipation of claimed 
apparatus because the limitations at issue were found to be inherent in the prior art 
reference); see also In re Swinehart, 439 F.2d 210, 212-13, 169 USPQ 226, 228-29 
(CCPA 1971) ;< In re Danly, 263 F.2d 844, 847, 120 USPQ 528, 531 (CCPA 1959). 
"[A]pparatus claims cover what a device is, not what a device does." Hewlett-Packard 
Co. V. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 
1990) (emphasis in original)." Thus, with the part art teaching discussed above and the 
guidelines of MPEP, applicant's arguments presented in the Remarks/Arguments are 
not persuasive. 
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The examiner believes tliat tlie rejection given in tlie previous Action is proper 
and still stands. The examiner would like to reference the applicant to the following 
section of how the prior art teaches the claim limitations. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 13 and 15 to 22 are rejected under 35 U.S.C. §101 because the claimed 
inventions are directed to non-statutory subject matter. Claim 22, an independent claim, 
is directed to a "computer readable medium". The recent Office Gazette Notice (Volume 
1351 , February 23, 2010) regarding "computer readable medium" claims makes clear 
that the terms "computer readable medium" and "machine readable medium" are 
presumed to include ineligible transitory signals. 

The sections of the Office Notice, recites: 

"The United States Patent and Trademark Office (USPTO) is obliged to give 
claims their broadest reasonable interpretation consistent with the specification during 
proceedings before the USPTO. See In re Zletz, 893 F.2d 319 (Fed. Cir. 1989) (during 
patent examination the pending claims must be interpreted as broadly as their terms 
reasonably allow). The broadest reasonable interpretation of a claim drawn to a 
computer readable medium (also called machine readable medium and other such 
variations) typically covers forms of non-transitory tangible media and transitory 
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propagating signals per se in view of the ordinary and customary meaning of computer 
readable media, particularly when the specification is silent. See MPEP 21 1 1 .01 ." 

"When the broadest reasonable interpretation of a claim covers a signal per se, 
the claim must be rejected under 35 U.S.C. § 101 as 

covering non-statutory subject matter. See In re Nuijten, 500 F.3d 1346, 1356-57 (Fed. 
Cir. 2007) (transitory embodiments are not directed to statutory subject matter) and 
Interim Examination Instructions for Evaluating Subject Matter Eligibility Under 35 
U.S.C. § 101, Aug. 24, 2009; p. 2." 

" A claim drawn to such a computer readable medium that covers both 

transitory and non-transitory embodiments may be amended to narrow the claim to 
cover only statutory embodiments to avoid a rejection under 35 U.S.C. § 101 by adding 
the limitation "non-transitory" to the claim. Cf. Animals - Patentability, 1077 Off. Gaz. 
Pat. Office 24 (April 21 , 1987) (suggesting that applicants add the limitation "non- 
human" to a claim covering a multi-cellular organism to avoid a rejection under 35 
U.S.C. § 101). ..." 

A signal is a form of energy. Thus, a signal is not a machine, not a process, not a 
manufacturing and composition of matter. Therefore, the claimed subject matter, i.e. a 
"computer-readable medium" in claims 13 and 22 is directed to a non-statutory subject 
matter. Thus, claims 13 and 22 are rejected under 35 U.S.C. §101 . As indicated in the 
Office Gazette notice, the term "non-transitory" can be used in the claim to exclude 
ineligible signal embodiments and make the claim eligible under 101 . 
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The Office Gazette notice can be found at 

littp://www.uspto.gov/web/offices/corTi/sol/og/2010/week08/TOC.htrTi#ref20. 

Claim Rejections - 35 USC § 102 

4. Tlie following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 1 , 4-1 0, 1 5-20 and 22 are rejected under 35 U.S.C. 1 02(e) as being 
anticipated by Matsushima (US 2002/0144257). 

Regarding claim 1. 

An image forming apparatus (referring to Multifunction IVIachine 10 of Fig. 2) 
that includes service modules for performing system side processes on image formation 
(referring to Service l\/lodules 141, 142, etc., of Fig. 2), wherein applications can be 
added to the image forming apparatus separately from the service modules 
(applications, i.e. printer application and copier application, etc., can be added to 
the apparatus. Par. [0062]), the image forming apparatus comprising: 
an application launch part (the word "launch" means "to start" or "to give a start", 
see dictionary.com; an application launch part, is a part to give a start of an 
application; Matsushima discloses a web browser, i.e. Browser 135 of Fig. 2, to 
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start or to launch the application plug-in for downloading the software, see step 
402 of Fig. 4, Pars. [0070] and [0072]) configured to access launch selection 
information (i.e. embodiments of downloading with plug-in or with an applet in 
Java program, Pars. [0069] to [0081]), the launch selection information indicating at 
least an auxiliary storage device that stores one or more applications (i.e. Multifunction 
Machine displays the link on the browser and user selects the link and the 
reference destination of the link for downloading software from a auxiliary 
storage device, i.e. Server 20 of Fig. 1, Figs. 1, 2 & 4, Pars. [0070] to [0075]) from 
among a plurality of kinds of auxiliary storage devices (referring to Figs. 1 and 2, 
software components are stored in an external storage space, i.e. Server 20 of 
Fig. 1, and Fig. 2 shows a list of software components accumulated in Server 20 
on the display section. Par. [0036], thus. Server 20 provides an auxiliary storage 
space to the multifunction machine 10 of Fig. 1; it is noticed that Fig. 1 shows a 
network with Multifunction Machine 10 and Server 20 for embodiment 
demonstration purpose; One skill in the art realizes that a network can have 
multiple devices, i.e. servers, computers and their peripherals such printers and 
copier machines connected as shown in Figs. 10A-B, 14 and 15 etc.,, thus, 
downloading a software component from Server 20 implies downloading an 
application from among a plurality of kinds of auxiliary devices), and configured to 
launch the one or more applications from the auxiliary storage device according to the 
accessed launch selection information (i.e. software components of Fig. 3, i.e. 
applications shown in Fig. 2, is download from Server 20, the auxiliary storage 
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device, Pars . [0069] to [0080]); and 

a part configured to display a setting screen that sets the launch selection information 
on a display part of the image forming apparatus (i.e. after the authentication 
process, a display section displays the list of software components for selection. 
Par. [0008], and components displayed on the list can be selected to change In 
accordance with contract form. Pars. [0118] to [0121]), and configured to store 
information input from the setting screen as the launch selection information (referring 
to Figs. 1, 4 ad 6, downloaded software is loaded to the main storage RAM 13 for 
execution. Par. [0034], in addition, the multifunction machine includes a Large 
Capacity Storage Device 18 of Fig.1 to store downloaded software components. 
Par. [0035]), wherein the service modules are stored in a memory distinct from the 
auxiliary storage device (i.e. the service modules of Platform 120 of Fig. 2 are 
stored in ROM 12 of Fig.1, Par. [0034]), wherein the one or more applications are 
installed in the auxiliary storage device (referring to Fig. 3, software components are 
stored in Server 20 of Figs 1 & 3, Par. [0062]), and wherein the application launch 
part launches the one or more applications from the auxiliary storage device by issuing 
an execution command which is stored in the auxiliary storage device (referring to Fig. 
4, a process of downloading a software component, i.e. multifunction machine 10 
sends a request command for authentication in Step 404, and receives the 
authentication information form Server 20 in Step 407; multifunction machine 10 
access the target URL and Server 20 transmit the requested software component 
to multifunction machine 10 in Steps 408 to 411; thus, executing commands such 
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requesting authentication, accessing to the target URL and downloading the 
software components are stored in Server 20 so that a software download 
communication is established, Pars. [0070] to [0075]). 

Regarding Claim 4, dependent from Claim 1 . 

Matsushima discloses wherein the application launch part launches the 
application by referring to information on the application (i.e. user selects or defines 
the link to download the necessary software components. Fig. 4 and Par. [0072] ). 

Regarding Claim 5, dependent from Claim 4. 

Matsushima discloses wherein the information referred to by the application 
launch part is address information of the application (i.e. "selects the link displayed 
on the browser" and "the browser starts the plug-in for downloading the 
software", involves URL address. Par. [0072]). 

Regarding Claim 6, dependent from Claim 1 . 

Matsushima discloses wherein the application launch part determines whether 
the application is installed at the location according to presence or absence of 
predetermined information on the application, and the application launch part launches 
the application if the application is installed at the location (referring to Figs. 4 and 6, 
processes of downloading software components from Server 20; software 
components are downloaded to the multifunction machine from Server 20 to the 
main memory, i.e. RAM 13 of Fig. 1, Par. [0034] and executed by the machine; that 
is, installed in the machine. Pars. [0036] & [0062]). 

Regarding Claim 7, dependent from Claim 1 . 
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Matsushima discloses wherein the application launch part refers to setting 
information including information indicating whether a predetermined application is to be 
launched, and the application launch part launches the predetermined application if the 
setting information includes information indicating the predetermined application is to be 
launched (i.e. a selection unit selects a desired software component from a list of 
software components in Server 20 and a acquire unit acquires the software 
component from Server 20, Par. [0009]). 

Regarding Claim 8, dependent from Claim 1 . 

Matsushima discloses wherein the application launch part refers to setting 
information including information indicating applications to be launched, and the 
application launch part launches the application indicated in the information (the 
teaching of this limitation by Matsushima is set forth in the above discussion in 
Claims 4, 5 & 7). 

Regarding Claim 9, dependent from Claim 8. 

Matsushima discloses the image forming apparatus further comprising: a part for 
displaying a setting screen for setting the setting information on a display part of the 
image forming apparatus, and storing information input from the setting screen as the 
setting information (i.e. a display section displays a list of software components for 
selection and downloading, therefore, the downloaded software must be stored in 
RAM 13 before it is executed by CPU 11 and the multifunction machine also 
includes a Large Capacity Storage Device 18 to store download software 
components. Fig. 1, Pars. [0009], [0010], [0035], [0127]). 
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Regarding Claim 10, in accordance with claim 1. 

Matsushima disclose that the image forming apparatus further comprising a 
virtual application service (i.e. Java Virtual IVIachine, or JVIVI) that operates as a client 
process for the services modules (i.e. the multifunction machine is required to 
provided JVM for software component downloading, Pars. [0078] & [0079] and 
Fig. 6) and operates as a server process for the applications, wherein the virtual 
application service includes the application launch part (referring to Figs. 6 & 7, JVM 
is used for downloading software components, thus, it must includes the 
downloading module, i.e. browser for the software component download. Par. 
[0078] & [0079]). 

Regarding Claim 22. 

Claim 22 is directed to a computer readable medium claim which substantially 
corresponds to operation of the device in claim 1, with processing steps directly 
corresponding to the function of device elements in claim 1 . Thus, claim 22 is rejected 
as set forth above for claim 1 . 

Regarding Claim 15, in accordance with claim 22. 

Claim 4 recites identical features as claim 15, except claim 15 is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 4 are 
also equally applicable to claim 15. 

Regarding Claim 16, in accordance with claim 16. 
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Claim 5 recites identical features as claim 16, except claim 16 is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 5 are 
also equally applicable to claim 16. 

Regarding Claim 17, in accordance with claim 22. 

Claim 6 recites identical features as claim 17, except claim 17 is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 6 are 
also equally applicable to claim 17. 

Regarding Claim 18, in accordance with claim 22. 

Claim 7 recites Identical features as claim 18, except claim 18 Is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 7 are 
also equally applicable to claim 18. 

Regarding Claim 19, in accordance with claim 22. 

Claim 8 recites Identical features as claim 19, except claim 19 Is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 8 are 
also equally applicable to claim 19. 

Regarding Claim 20, in accordance with claim 19. 

Claim 9 recites Identical features as claim 20, except claim 20 Is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 9 are 
also equally applicable to claim 20. 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 2, 11, 13 and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Matsushima (US 2002/0144257) as applied to Claims 1 and 22 
above, and in view of Washino at al (US 5,537,1 57). 

Regarding claim 2, in accordance with claim 1. 

Matsushima discloses wherein the auxiliary storage device is at least one of a 
hard disk device (i.e. Server 20 must have a hard drive to store software 
components as shown In Fig. 3), and a computer connected to the image forming 
apparatus via a network (referring to Fig. 1, Server 20 is connecting to 
l\/lultif unction IVIachine 10 via a networit). 

Matsushima does not explicitly disclose a recording medium removable from the 
image forming apparatus without disassembling any other portion of the image forming 
apparatus. 

Washino teaches a recording medium removable from the image forming 
apparatus without disassembling any other portion of the image forming apparatus 
(with removable hard disk or disk drives with removable media does not require 
to disassembling any portion of the image forming apparatus, col 4, lines 44-53). 
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Having an image forming apparatus of Matsushima '257 reference and then 
given tine well-established teaching of Washino' 157 reference, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
modify the image forming apparatus of Matsushima '257 reference to include a 
recording medium removable from the image forming apparatus without disassembling 
any other portion of the image forming apparatus as taught by Washino' 157 reference. 
The motivation for doing so would have been to increase the accessibility of updating 
software of the image forming apparatus without disassembling the apparatus and 
further the services provided could easily be established for one another with 
predictable results. 

Regarding Claim 1 1 , dependent from Claim 2. 

Matsushima discloses wherein the image forming apparatus receives an 
application from the computer connected to the image forming apparatus via a network 
by using a http protocol or a tip protocol, and the application launch part launches the 
received application (i.e. the NCS 145 module has server daemons for HTTPD, 
FTPD, & SNMPD, etc., network protocols, Par. [0061]). 

Regarding Claim 13, in accordance with claim 22. 

Claim 2 recites identical features as claim 13, except claim 13 is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 2 are 
also equally applicable to claim 13. 

Regarding Claim 21, dependent from Claim 13. 
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Claim 1 1 recites identical features as claim 21, except claim 21 is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 1 1 
are also equally applicable to claim 21 . 

8. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Matsushima (US 2002/0144257) in viewof Washino et al (US 5,537,157). 
Regarding Claim 23. 

Claim 23 is directed to an image forming apparatus claim which substantially 
corresponds to the structural elements and their operation of the device in claim 1 , 
except that claim 1 does not include the limitation of "disclose the auxiliary storage 
device corresponding to a recording medium removable from the image forming 
apparatus without disassembling any other portion of the image forming apparatus". 
Matsushima discloses all claim structural elements of claim 23 as discussed in claim 1 
with the following exception. 

Matsushima does not disclose the auxiliary storage device corresponding to a 
recording medium removable from the image forming apparatus without disassembling 
any other portion of the image forming apparatus. 

Washino teaches a recording medium removable from the image forming 
apparatus without disassembling any other portion of the image forming apparatus 
(with removable hard disk or disl( drives with removable media does not require 
to disassembling any portion of the image forming apparatus, col 4, lines 44-53). 
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Having an image forming apparatus of Matsushima '257 reference and then 
given tine well-established teaching of Washino' 157 reference, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
modify the image forming apparatus of Matsushima '257 reference to include a 
recording medium removable from the image forming apparatus without disassembling 
any other portion of the image forming apparatus as taught by Washino' 157 reference. 
The motivation for doing so would have been to increase the accessibility of updating 
software of the image forming apparatus without disassembling the apparatus and 
further the services provided could easily be established for one another with 
predictable results. 

Conclusion 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, liowever, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Contact Information 

1 0. Any Inquiry concerning this communication or earlier communications from the 
examiner should be directed to Steven Kau whose telephone number is 571-270-1120 
and fax number is 571-270-2120. The examiner can normally be reached on Monday to 
Friday, from 8:30 am -5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Moore can be reached on 571-272-7437. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). 

/Steven Kau/ 
Examiner, Art Unit 2625 
May 26, 2010 

/David K Moore/ 
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